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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

-----------------------------------------------------X 

Sis-Joyce International Co., Ltd., 

 

    Petitioner, 

 v. 

 

WanZhu Li,  

 

    Respondent. 

-----------------------------------------------------X 

  

Cancellation No.: 92058196  

 

Mark: RENA BIOTECHNOLOGY 

 

Registration No.: 4245461  

 

 

MOTION TO SUSPEND THE PROCEEDING 

Pursuant to 37 CFR § 2.117(a) and TBMP § 510.02(a), Respondent WanZhu “Kathryn” 

Li (“Respondent”) hereby requests that the Trademark Trial and Appeal Board (the “T.T.A.B.” 

or the “Board”) suspend this cancellation proceeding pending the final determination of  

American Rena International Corp. v. Sis-Joyce International Co., Ltd., Civil Action No. 

2:2012-cv-06972 (C.D. Cal.) (the “Civil Action”), ongoing between the parties and involving 

Respondent’s mark RENA BIOTECHNOLOGY (“Respondent’s Mark”), because this action 

will have a direct bearing on the instant proceeding. 

FACTUAL BACKGROUND 

Respondent filed Application Serial No. 85/586,995 for Registration No. 4,245,461 for 

the mark RENA BIOTECHNOLOGY on April 2, 2012; began using a substantially similar 

version of that mark as early as January 1, 2006; and registration issued on November 20, 2012.   

On November 8, 2013, Petitioner initiated the present proceeding alleging, inter alia, fraud by 

Respondent and abandonment of Respondent’s Mark. 

On August 13, 2012, Respondent and her company, American Rena International 

Corporation, the exclusive licensee of the RENA BIOTECHNOLOGY mark, filed a Complaint 

with the United States District Court for the Central District of California (“C.D. Cal.”) (attached 



 

hereto as Exhibit 1)
1
 alleging, inter alia, that Petitioner’s use of its “ARëna” mark constitutes 

federal trademark infringement of Respondent’s trademarks, including the RENA 

BIOTECHNOLOGY mark at issue in this cancellation proceeding.  In the Complaint, 

Respondent seeks, among other relief, an order seeking the cancellation of Petitioner’s trademark 

registration  and enjoining Petitioner from using or registering Petitioner’s ARENA mark.  In its 

Operative Answer and Counterclaims (attached hereto as Exhibit 2), Petitioner asserts the  

affirmative defenses of estoppel (Exhibit 2, at 18-19); unclean hands (id., at 19-27); unjust 

enrichment (id., at 30-31); misuse (id., at 31-32); no causation (id., at 35); no damage (id., at 35-

36); proximate cause (id., at 37-38); and fraud/illegality (id., at 38),
2
 all of which Petitioner bases 

on allegations of fraud.    In addition, Petitioner has asserted in the Civil Action that 

Respondent’s “trademark is invalid because they closed their business.”  (Exhibit 3, Dkt. 98-1, at 

32), and asserts multiple claims based on an allegation that Respondent “closed [its] business 

operations in the United States for almost two years…”  (Exhibit 2, at 42; compare Exhibit 4, 

Dkt. 211-1, at 4).   

Recently, Petitioner sought to belatedly amend its counterclaims in the Civil Action to 

add claims for trademark cancellation based on the filing of an allegedly false statement of use 

(Exhibit 4, Dkt. 211-1, at 14), an attempt which was denied by the district court.  (Exhibit 5, Dkt. 

231, at 2).  Petitioner asserted in that motion that “[t]he amendments are necessary in order to 

judiciously and efficiently deal with all issues related to the [Civil Action]” (Exhibit 6, Dkt. 211, 

at 10) and represented to the district court that that the issues raised in their proposed 

                                                 
1
   With leave of the district court, respondent filed a First Amended Complaint in the 

Civil Action on or about March 27, 2013, which is attached hereto as Exhibit 1A.   

2
    On or about October 16, 2013, Petitioner voluntarily withdrew its affirmative defenses 

of unjust enrichment, proximate cause, and fraud/illegality, without prejudice, in a filing attached 

hereto as Exhibit 2A.   



 

amendments were “inextricably intertwined with the issues in th[e Civil Action].” (Id.).  

Petitioner even went so far as to assert that the district court “may have to put a stay on any 

further proceedings in this case, including trial, while the USPTO decides the Cancellation 

petition.”  (Exhibit 6, Dkt. 211, at 11). 

ARGUMENT 

As Petitioner Concedes, The Determinations in the Civil Action Will Have A Direct Bearing On 

The Issues Before The Board. 

Where a party to a case pending before the Board is also involved in a civil action that 

may have a bearing on the T.T.A.B. matter, the Board may suspend the proceeding until the final 

determination of the civil action.  37 CFR § 2.117(a); TBMP § 510.02(a).  This is because “a 

decision by the United States District Court would be binding on the Patent Office whereas a 

determination by the Patent Office as to respondent’s right to retain its registration would not be 

binding or res judicata in respect to the proceeding before the federal district court.”  Whopper-

Burger, Inc. v. Burger King Corp., 171 U.S.P.Q. 805, 807 (T.T.A.B. 1971).  A court’s decision 

regarding the right to registration is binding on the T.T.A.B.  The Seven-Up Co. v. Bubble Up 

Co., 136 U.S.P.Q. 210, 214 (C.C.P.A. 1963); see also In re Alfred Dunhill Ltd., 224 U.S.P.Q. 

501, 503 (T.T.A.B. 1984);  J. Thomas McCarthy, 6 McCarthy on Trademarks and Unfair 

Competition § 32:94 (4th ed. 2009) (hereinafter “McCarthy”). 

Respondent and Petitioner are both parties to the Civil Action, which are currently 

pending before the District Court for the Central District of California and involve Respondent’s 

RENA BIOTECHNOLOGY mark and similar legal issues related to fraud, abandonment and 

related matters.  Petitioner has itself argued to the district court in the Civil Action that the issues 

in that action are “inextricably intertwined” with those it seeks to bring before this tribunal.  See 

supra at 2-3.  The Civil Action will conclusively determine the respective rights of Respondent 



 

and Petitioner with respect to, and the validity and infringement of, Respondent’s Mark.  It is 

clear that this type of determination will directly affect the resolution of the issues before the 

Board.  See The Other Tel. Co. v. Conn. Nat’l Tel. Co., Inc., 181 U.S.P.Q. 125, 126-7 (T.T.A.B. 

1974). 

Based on the foregoing, Respondent respectfully requests that the Board stay this 

proceeding pending the final determination of the Civil Action. 

 

Dated: December 16, 2013   QUINN EMANUEL URQUHART   

       & SULLIVAN, LLP 

 

 
 

By:  _________________________________ 

Bruce E. Van Dalsem 

brucevandalsem@quinnemanuel.com 

B. Dylan Proctor 

dylanproctor@quinnemanuel.com 

Ryan Q. Keech 

ryankeech@quinnemanuel.com 

865 S. Figueroa St., 10th Floor 

Los Angeles, California 90017 

Telephone: (213) 443-3000 

Fax: (213) 443-3100 

 

Robert L. Raskopf 

robertraskopf@quinnemanuel.com 

Claudia T. Bogdanos 

claudiabogdanos@quinnemanuel.com 

51 Madison Ave., 22nd Floor 

New York, New York 10010 

Telephone: (212) 849-7000 

Fax: (212) 849-7100 

 

Attorneys for Respondent WanZhu “Kathryn” Li 

 



 

CERTIFICATE OF SERVICE 

 

I, Martha Herrera, certify that on December 16, 2013, a copy of Respondent’s MOTION 

TO SUSPEND THE PROCEEDING in Sis-Joyce International Co., Ltd. v. WanZhu Li  (No. 

92/058,196) was served on counsel by First Class U.S. mail to:  

Ali Kamarei 

Alexander Chen 

Inhouse Co. 

Knight Ridder Building 

50 W. San Fernando St., Ste. 900 

San Jose, CA 95113 

 

        /s/ Martha Herrera   

       Martha Herrera 
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UNITED STATES DISTRICT COURT 

CENTRAL DISTRICT OF CALIFORNIA 

WESTERN DIVISION 

 

AMERICAN RENA INTERNATIONAL 

CORP., a California corporation; 

WANZHU “KATHRYN” LI, an 

individual; and ROBERT M. MILLIKEN, 

an individual,  

 Plaintiffs, 

 v. 

 

SIS-JOYCE INTERNATIONAL CO., 

LTD., a California corporation; ALICE 

“ANNIE” LIN, an individual; ROBERT 

SIMONE, an individual; CHRISTINE 

“NINA” KO, an individual; and DOES 3-

10,  

 Defendants. 

__________________________________ 
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) 
) 
) 
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) 
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) 

Case No. 12-06972-FMO (JEMx) 

 

 

DEFENDANTS’ NOTICE OF 

VOLUNTARY WITHDRAWAL, 

WITHOUT PREJUDICE, OF 

CERTAIN AFFIRMATIVE 

DEFENSES AND 

COUNTERCLAIMS 

 

 

Discovery cutoff: August 23, 2013 

Pretrial conference: April 11, 2014 

Trial date: April 28, 2014 

 

 

INHOUSE CO. LAW FIRM   
Ali Kamarei, Esq., SBN 175977 
alik@inhouseco.com  
Alexander Chen, Esq., SBN 245798 
alexc@inhouseco.com 
Benjamin Hill, Esq., SBN 212078 
ben@inhouseco.com 
Katja Grasso, Esq., SBN 266935 
katjag@inhouseco.com 
Sara Lee, Esq., SBN 265828 
sara@inhouseco.com  
Knight Ridder Building 
50 W. San Fernando St. Ste. 900 
San Jose, CA 95113 
Tel: (408) 918-5393 
Fax: (408) 918-5373       
  
Attorneys for Defendants Sis-Joyce International Co., Ltd.  
and Alice “Annie” Lin 
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 Defendants Sis-Joyce International Co., Ltd., and Alice Lin, by and through their 

counsel Inhouse Co., hereby notify the Court and all parties in the above-captioned 

action that they will voluntarily withdraw, without prejudice, the following items from 

their Amended Answer, Affirmative Defenses, and Counterclaims (Dkt. 126): 

 Affirmative Defenses to be Withdrawn: 1, 3, 6-9, 18-21. 

 Counterclaims to be Withdrawn: 3, 7-11, 14-16. 

 These withdrawals are made without prejudice to Defendants’ ability to introduce 

evidence of any of the facts recited within the withdrawn claims and defenses. The form 

of the affirmative defenses and counterclaims may be redundant, unnecessary or 

improper, but the evidence itself is not. 

        Respectfully submitted, 

Dated: October 16, 2013           By: ___/s/ Ali Kamarei____________ 

 Ali Kamarei, Esq. 

 Alexander Chen, Esq. 

 Benjamin Hill, Esq. 

 Katja Grasso, Esq. 

 Sara Lee, Esq. 

        Inhouse Co. 

Attorneys for Defendants 

Sis-Joyce Int’l Co., Ltd., and  

Alice Lin 
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PROOF OF SERVICE 

 I, the undersigned, declare that I am employed in the County of Santa Clara, State 

of California. I am over the age of 18 and not party to the within cause; my business 

address is 50 W. San Fernando Street, Suite 900, San Jose, CA 95113. 

On October 16, 2013, I electronically filed the foregoing document with the Clerk 

of the Court by using the CM/ECF system. All parties required to be served are 

registered with this Court’s CM-ECF system and will receive true and correct copies of 

such document(s) through that system. As such, Defendants Sis-Joyce International Co., 

Ltd. and Alice Lin’s Notice of Withdrawal, Without Prejudice, of Affirmative Defenses 

and Counterclaims was served on all counsel pursuant to Local Rule 5-3.2.1.  

 I declare under penalty of perjury that the foregoing is true and correct and that 

this declaration was executed on October 16, 2013. 

 

 
        _____/s/ Katja Grasso__________ 

KATJA GRASSO 
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INHOUSE CO. LAW FIRM   
Ali Kamarei, Esq., SBN 175977 
alik@inhouseco.com  
Alexander Chen, Esq., SBN 245798 
alexc@inhouseco.com 
Katja Grasso, Esq., SBN 266935 
katjag@inhouseco.com 
Knight Ridder Building 
50 W. San Fernando St. Ste. 900 
San Jose, CA 95113 
Tel: (408) 918-5393 
Fax: (408) 918-5373 
 
Attorneys for Defendants: 
SIS-JOYCE INTERNATIONAL CO. LTD. and 
ALICE LIN 
 

UNITED STATES DISTRICT COURT 

CENTRAL DISTRICT OF CALIFORNIA 

WESTERN DIVISION 

 
 
American Rena International Corp., a 
California corporation; WanZhu 
ÒKathrynÓ Li, an individual; and Robert 
M. Milliken, an individual, 

 Plaintiffs, 

 vs. 
Sis-Joyce International Co. Ltd., a 
California corporation; Alice ÒAnnieÓ 
Lin, an individual; Robert Simone, an 
individual; Christine ÒNinaÓ Ko, an 
individual; and DOES 3-10 

 Defendants. 

And related cross-action. 

 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
Case No. 12-06972-FMO (JEMx) 
 
 
 
DEFENDANTS SIS-JOYCE 

INTERNATIONAL CO. LTD. AND 

ALICE LINÕS SECOND AMENDED 

COUNTERCLAIMS  
 
 
 
 
 
JURY TRIAL DEMANDED 

 

Defendants Lin and Sis-Joyce, for their counterclaims against American 

Rena International Corporation (hereinafter ÒRenaÓ), WanZhu ÒKathrynÓ Li 

(hereinafter ÒLiÓ) and Robert M. Milliken (hereinafter ÒMillikenÓ), collectively 

referred to as Counter-defendants, hereby allege as follows: 

InHouse Co ! 11/6/13 9:49 AM
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InHouse Co ! 11/6/13 9:49 AM

Deleted: LEON E. JEW (SBN: 219298)
JEW & ASSOCIATES

Deleted: ANSWER, AFFIRMATIVE 

DEFENSES, AND 

Deleted: TO PLAINTIFFSÕ FIRST-AMENDED 

COMPLAINT
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PARTIES 

1. Rena is, and at all times mentioned herein was, a corporation residing and 

doing business in the State of California. 

2. Li is, and at all times mentioned herein was, residing and doing business in 

the State of California. 

3. Milliken is, and at all times mentioned herein was, residing and doing 

business in the State of California. 

4. Sis-Joyce is, and at all times mentioned herein was, residing and doing 

business in the State of California. 

5. Lin is, and at all times mentioned herein was, residing and doing business in 

the State of California. 

6. On August 13, 2012, Li, Milliken and Rena filed their original Complaint 

against Sis-Joyce, Lin, et al, in the United States District Court, Central 

District of California. 

7. On March 27, 2013, Li Milliken and Rena filed their First Amended 

Complaint against Sis-Joyce, Lin, et al, in the United States District Court, 

Central District of California. 

JURISDICTION AND VENUE 

8. This Court has subject matter jurisdiction over Lin and Sis-JoyceÕs 

counterclaims pursuant to 15 U.S.C. ¤1119, ¤1125 and 28 U.S.C. ¤1331, 

¤1338(a) and ¤2201. 

9. Personal jurisdiction over Plaintiffs is proper because Plaintiffs are and were 

residing doing business in the State of California. 
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10.  Although the best venue lies in the U.S. District Court for the District of 

Northern California, venue would be alternatively proper in this judicial 

district. 

ALLEGATIONS 

11.  Before Sis-Joyce was incorporated, Lin was doing business as sole 

proprietor, selling various products including body and beauty care 

cosmetics.  Lin and Sis-Joyce started using and sold products with the mark 

AR�na in 1999. After Sis-Joyce was incorporated on October 21 of 2010, it 

was authorized by Lin to use the mark AR�na for body and beauty care 

cosmetics exclusively. 

12.  Lin filed an application for registering the mark AR�na under International 

Class (IC) 003 with US Patent and Trademark Office (USPTO) on 

December 9, 2010 and the application for registration was approved on July 

26, 2011 with a Registration No. 4002069.  As shown in EXHIBIT A, the 

print-out of the USPTO registration information for the mark, the mark is 

used to the Goods and Services of Òbody and beauty care cosmeticsÓ.  The 

color(s) purple is/are claimed as a feature of the mark. The mark consists of 

the words "NEW!", "ARèNA" and "ACTIVATION ENERGY SERUM" in 

purple stylized font and a purple oval surrounding the word "NEW!". 

However, ÒNO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE 

"NEW!" AND "ACTIVATION ENERGY SERUM" APART FROM THE 

MARK AS SHOWN.Ó 

13.  Li filed an application for registering a standard character mark RENA 

BIOTECHNOLOGY under IC 005 with USPTO on September 5, 2006 and 

the application for registration was approved on November 6, 2007 with a 

Registration No. 3332867. As shown in EXHIBIT B, the print-out of the 

USPTO registration information for the mark, the mark is used to the Goods 
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and Services of Òdietary and nutritional supplements, etc.Ó No claim is made 

to the exclusive right to use ÒbiotechnologyÓ apart from the mark as shown. 

14.  As owner of the federally registered trademark AR�na Activation Energy 

Serum, Lin authorized Sis-Joyce the exclusive right to use the mark on its 

products.  RenaÕs use of the mark RENA BIOTECHNOLOGY (Registration 

No. 3332867) on directly competing body and beauty care cosmetics 

products is likely to cause confusion, cause mistake, or deceive consumers 

as to the affiliation, connection or association of Rena and its products with 

those of Sis-Joyce, and is likely to cause confusion, cause mistake or deceive 

consumers as to the origin, sponsorship or approval by Sis-Joyce of RenaÕs 

products. RenaÕ use of the RENA BIOTECHNOLOGY trademark 

(Registration No. 3332867) along with products such as Activation Energy 

Serum has infringed and is infringing LinÕs AR�na Activation Energy Serum 

trademark. 

15.  On information and belief, Counter-defendants closed their business 

operations in the United States for almost two years from approximately 

September 29, 2010 to July 12, 2012. During that period, LiÕs RENA 

BIOTECHNOLOGY trademark (Registration No. 3332867) was not in use 

in commerce. 

16.  On information and belief, Counter-defendants have made a deliberate 

attempt in eliminating one of its competitors, Sis-Joyce, through a 

calculated, false and malicious attempt in harming Sis-JoyceÕs integrity, 

business and reputation.  On September 8, 2012 and September 15, 2012, 

Counter-defendants published a whole page paid advertisements in the 

World Journal Chinese Newspaper maliciously accusing Sis-Joyce and its 

product, AR�na Activation Energy Serum, of counterfeit, infringement, 

fraud and other wrong-doings. 

17.  On information and belief, On September 9, 2012 and September 11, 2012, 

Rena released further public announcements on their website in furthering 
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their deliberate attempt in harming Sis-Joyce and LinÕs integrity, business 

and reputation.  By announcing to the public that Sis-Joyce and Lin have 

operated their business on an alleged fraudulent basis, Counter- defendants 

have caused harm to the Counter-claimants. 

18.  On information and belief, Counter-defendants have made it recklessly 

known to consumers and the public that Sis-Joyce and its products are based 

on counterfeit, infringement, fraud and other wrongdoings.  Through the 

newspaper advertisement and RenaÕs website announcements, Counter-

defendants have made false, malicious, libelous, defamatory statements 

against Sis-Joyce and Lin in a public domain.  Counter-defendantsÕ actions 

have deliberately ccaused Counter-claimants harm. 

19.  On information and belief, Counter-defendantsÕ business is operated based 

on a fraudulent and illegal pyramid scheme.  They set-up and operate an 

endless chain scheme. They recruit agents to distribute their fraudulent 

products to the underground channels in Mainland China. To be recruited, a 

participant has to pay a valuable consideration for the chance to receive 

compensation for introducing one or more additional persons into 

participation in the scheme. Counter-defendantsÕ products are not available 

in the market place. Only recruited agent or participant, who has a unique 

user name and password, can access to his or her account associated with 

Counter-defendantsÕ system via their website and make purchase order. 

20.  Rena continuously makes fraudulent advertisements. For example, Rena 

announced that its products were developed by its seventy-five (75) doctors 

and scientists.  In fact, the products was developed by and purchased from 

an independent supplier in Mainland China and was packed in the United 

States. 

21.  Rena claims that its products are approved by the United States of America 

Food and Drug Administration (FDA) on the products itself.  In fact, RenaÕs 
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products are not FDA approved and Counter-defendants have made a 

deliberate attempt to deceive and defraud the public and the consumers. 

22.  Rena further claims to the public consumers that its products are patented, 

which is flatly false.  Counter-defendants have made a deliberate attempt to 

deceive and defraud the public and consumers. 

23.  Rena has made public claims that its products will aid Òin the treatment of 

all kinds of cancers, AIDS, heart disease, diabetesÉÓ Counter-defendants 

have made a deliberate attempt to deceive and defraud the public and 

consumers. 

24.  Rena claims that its products are endorsed by celebrities like Arnold 

Schwarzenegger, when in fact, he did not.  Instead, Counter-defendants have 

a continued pattern of making deceitful, false and fraudulent statements to 

the public and consumers. 

25.  On information and belief, Counter-defendantsÕ have engaged in deliberate, 

fraudulent and illegal business practices in providing a Green Card ÒprizeÓ 

in obtaining United States Permanent Residency for the customer and their 

family after a customer/member achieves certain sales and recruitment goals.  

Counter-defendants further provide instructions to its ÒGreen Card prize 

winnersÓ to obtain welfare, housing and other government subsidies at 

taxpayersÕ expenses.  Counter-defendantsÕ deliberate actions have violated 

Federal laws. 

26.  On information and belief, Counter-defendants have committed financial 

crimes, willful concealment, money laundering, underreporting and non-

reporting of sales and revenues. In Counter-defendantsÕ Complaint, they 

claimed that they have nearly 100,000 sales agents worldwide (p. 26, ¦5).  In 

the actual practice of a multi-level marketing pyramid scheme, a member is, 

in fact, a count of a completed sale and is defined as one who has purchased 

and paid for one (1) order valued at between $1,900 to $5,900.  Each 

completed sale, or order, is assigned a sequential ÒmemberÓ identification 
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number.  The equivalence of 100,000 ÒsalesÓ equals to the completed sale of 

nearly 100,000 orders valued at between $190 million to $590 million in 

revenue. 

27.  On information and belief, PlaintiffsÕ Complaint claims that its revenue is 

up to $30 million for 2010 and $2.5 million per month for parts of 2011. 

There is a huge discrepancy in the difference between the 100,000 

completed sales that agents have generated of hundreds of millions of dollars 

to the tens of millions of dollars in sales that is claimed in the Counter-

defendantsÕ Complaint.  Instead, the Counter-defendants have deleted, en 

masse, records of completed sales in their database.  The result of deleting 

sales transactions equals to hundreds of millions of dollars of unreported 

revenue in order to evade domestic and foreign government taxes and duties. 

28.  On information and belief, Counter-defendants have deliberately concealed 

sales revenues of U.S. shipments to a company in China to willfully and 

illegally avoid state and federal taxes.  In the process of this conduct, 

Counter-defendants have provided misrepresentations and false information 

to several domestic and foreign tax and customs agencies. 

29.  On information and belief, Counter-defendants have deliberately provided 

false information to the PeopleÕs Republic of ChinaÕs General 

Administration of Customs and the State Administration of Taxation.  Li in 

particular, is currently a fugitive from justice in China. Counter-defendants 

Li and Rena are currently under investigation for criminal activities by the 

PeopleÕs Republic of ChinaÕs General Administration of Customs and the 

State Administration of Taxation. 

30.  On information and belief, Counter-defendants have willfully and illegally 

concealed and laundered money to their Chinese company called SH 

(Shanghai) Jingyun Info Ltd.  For instance, when American agents purchase 

products from Rena, payments are made directly to SH Jingyun Info Ltd. in 

China, where agents are forced to pay currency exchange fees. 
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COUNTERCLAIM ONE 

(Federal Trademark Infringement) 

(By Counter-claimants against Rena and Li) 

31.  Counter-claimants incorporate and re-allege paragraphs 1-30 of the 

Counterclaims. 

32.  Counter-claimants have exclusive rights to the federally registered ÒAR�na 

Activation Energy SerumÓ trademark (Registration No. 4002069) on IC 003 

products, i.e., Òbody and beauty care cosmeticsÓ. 

33.  Although the ÒRENA BIOTECHNOLOGYÓ mark (Registration No. 

3332867) was registered for IC 005 products, Counter-defendants used the 

ÒRENA BIOTECHNOLOGYÓ mark (Registration No. 3332867) on IC 003 

products, i.e., Òbody and beauty care cosmeticsÓ. 

34.  Counter-defendants knew that Counter-claimants were using the AR�na 

Activation Energy Serum mark (Registration No. 4002069) on IC 003 

products, i.e., Òbody and beauty care cosmeticsÓ. 

35.  Due to the similarity between RENA and AR�na, Counter-defendantsÕ use 

of ÒRENA BIOTECHNOLOGYÓ (Registration No. 3332867) on IC 003 

products, i.e., Òbody and beauty care cosmeticsÓ has caused confusion and 

thus infringed and is infringing Counter-claimantsÕ trademark rights in the 

AR�na Activation Energy Serum mark (Registration No. 4002069). 

36.  Counter-defendantsÕ intentional and willful infringement has caused 

significant harms to Counter-claimants. 

37.  As a direct result of Counter-defendantsÕ actions, Counter-claimants 

demands judgment against Counter-defendants in an amount deemed by this 

Court to be just and fair and in any other way in which the Court deems 

appropriate. 

COUNTERCLAIM TWO 

(Common Law Trademark Infringement) 

(By Counter-claimants against Rena and Li) 

InHouse Co ! 11/6/13 9:51 AM
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38.  Counter-claimants incorporate and re-allege paragraphs 1-37 of the 

Counterclaims. 

39.  Counter-claimant Lin had used AR�na as a word mark before American 

Rena International Corp. was established. 

40.  Within the market of body and beauty care cosmetics, LinÕs use of AR�na 

has gained substantial goodwill and secondary meaning. 

41.  Due to the similarity between the words RENA and AR�na, Counter-

defendantsÕ use of ÒRENA BIOTECHNOLOGYÓ (Registration No. 

3332867) on IC 003 products, i.e., Òbody and beauty care cosmeticsÓ has 

infringed Counter-claimantsÕ common law rights in the word mark of 

AR�na. 

42.  As a direct result of Counter-defendantsÕ actions, Counter-claimants 

demands judgment against Counter-defendants in an amount deemed by this 

Court to be just and fair and in any other way in which the Court deems 

appropriate. 

COUNTERCLAIM FOUR 

(Trademark Cancellation) 

(By Counter-claimant Lin against Rena and Li) 

43.  Counter-claimants incorporate and re-allege paragraphs 1-42 of the 

Counterclaims. 

44.  Counter-claimants have exclusive rights to the federally registered AR�na 

Activation Energy Serum mark (Registration No. 4002069) on IC 003 

products, i.e., Òbody and beauty care cosmeticsÓ. 

45.  Although the ÒRENA BIOTECHNOLOGYÓ mark (Registration No. 

3332867) was registered for IC 005 products, Counter-defendants used the 

ÒRENA BIOTECHNOLOGYÓ mark (Registration No. 3332867) on IC 003 

products, i.e., Òbody and beauty care cosmeticsÓ. 
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COUNTERCLAIM THREE

(Declaratory Judgment of Non-Infringement)

(By Counter-claimants against Rena and Li)

<#> Counter-claimants incorporate and re-allege 
paragraphs 1-42 of the Counterclaims.
<#> An actual and justiciable controversy has 
arisen and now exists between Counter-claimants, 
on the one hand, and Counter-defendants Li and 
Rena, on the other hand, concerning their 
respective rights and duties with respect to (i) 
LinÕs trademark (Registration No. 3332867), and 
(ii) LiÕs trademark (Registration No. 4002069).
<#> A judicial determination is necessary and 
appropriate at this time under the circumstances in 
order that Counter-claimants may ascertain their 
rights and duties with respect to the word RENA 
and AR�na.
<#> Counter-defendants cannot preclude Counter-
claimants from using AR�na on IC 003 products.
<#> Because Counter-defendantsÕ mark RENA 
BIOTECHNOLOGY (Registration No. 3332867) 
is for IC 005 products, i.e. Òdietary and nutritional 
supplements, etc.Ó, Counter- claimantsÕ mark 
AR�na (Registration No. 4002069) is for IC 003 
products, i.e., Òbody and beauty care cosmetics,Ó 
Counter-claimantsÕ use of their mark on IC 
products does not infringe Counter-defendantsÕ 
mark at all.
<#> Counter-claimants have not and do not 
infringe any valid trademark rights that Li and 
Rena may have in the word RENA. Sis-JoyceÕs 
use of the word AR�na is not likely to cause 
confusion, to cause mistake, or to deceive the 
consuming public as to source of origin, source, 
or affiliation.
<#>  Pursuant to 15 U.S.C. ¤1117(a), Counter-
claimants are entitled to an award of its attorneysÕ 
fees incurred in litigating this declaratory 
judgment claim because PlaintiffsÕ infringement 
claims are groundless and contrary to settled law, 
thereby establishing that this is an exceptional 
case for purpose of awarding attorneysÕ fees.
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46.  Counter-defendants knew that Counter-claimants were using the AR�na 

Activation Energy Serum mark (Registration No. 4002069) on IC 003 

products, i.e., Òbody and beauty care cosmeticsÓ. 

47.  Due to the similarity between RENA and AR�na, Counter-defendantsÕ use 

of ÒRENA BIOTECHNOLOGYÓ (Registration No. 3332867) on IC 003 

products, i.e., Òbody and beauty care cosmeticsÓ has caused confusion and 

thus infringed and is infringing Counter-claimantsÕ trademark rights in the 

AR�na Activation Energy Serum mark (Registration No. 4002069). 

48.  Counter-defendantsÕ intentional and willful infringement has caused 

significant harms to Counter-claimants. 

49.  Counter-claimants are, accordingly, entitled to an order directing that 

Counter-defendantsÕ infringing marks be cancelled. 

 

COUNTERCLAIM FIVE 

(Federal Unfair Competition under a Violation of the Lanham Act, ¤ 43(A)) 

(By Counter-claimants against all Counter-defendants) 

50.  Counter-claimants incorporate and re-allege paragraphs 1-49 of the 

Counterclaims. 

51.  Counter-ClaimantsÕ use of the mark ÒRENAÓ to promote, market, or sell 

Òbody and beauty care cosmeticsÓ in direct competition with SIS-JOYCEÕs 

Òbody and beauty care cosmeticsÓ products constitutes Unfair Competition 

pursuant to 15 U.S.C. ¤ 1125(a). 

52.  Counter-ClaimantsÕ use of the RENA mark is likely to cause confusion, 

mistake, and deception among consumers. Counter-defendantsÕ unfair 

competition has caused and will continue to cause damage to Counter-

claimants, and is causing irreparable harm to SIS_JOYCE for which there is 

no adequate remedy at law. 
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53.  As a direct result of Counter-defendantsÕ actions, Sis-Joyce demands 

judgment against Counter-defendants in an amount deemed by this Court to 

be just and fair and in any other way in which the Court deems appropriate. 

 

COUNTERCLAIM SIX 

(Trade Libel) 

(By Counter-claimant Sis-Joyce against all Counter-defendants) 

54.  Counter-claimants incorporate and re-allege paragraphs 1-53 of the 

Counterclaims. 

55.  Counter-defendants have made public statements through a whole page, 

paid, newspaper article as well as RenaÕs website notices regarding Counter-

claimants. The paid advertisements and online notices include many 

derogatory statements that affect the marketability of Sis-JoyceÕs goods and 

services. 

56.  Counter-defendants intended the publication of the paid advertisements and 

website notices to cause pecuniary loss or reasonably should recognize that 

the publication will result in pecuniary loss of Sis-Joyce. 

57.  As a direct and proximate result of Counter-defendantsÕ derogatory 

statements, Sis-Joyce has suffered pecuniary loss. Sis-JoyceÕs loss is at least 

$10,000, which to be determined according to the proof at the time of trial. 

58.  Counter-defendants knew that such statements were false, inaccurate, 

misleading and deceptive and acted with reckless disregard of the truth. 

59.  Sis-Joyce demands judgment against Counter-defendants in an amount 

deemed by this Court to be just and fair and in any other way in which the 

Court deems appropriate. 

 

COUNTERCLAIM TWELVE 

(Defamation) 

(By Counter-claimant Lin against all Counter-defendants) 
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Deleted: COUNTERCLAIM SEVEN

(California Statutory Unfair Competition)

(By Counter-claimant Sis-Joyce against all 

Counter-defendants)

<#> Counter-claimants incorporate and re-allege 
paragraphs 1-66 of the Counterclaims.
<#> Counter-defendantsÕ conducts described 
herein constitute fraudulent and unlawful business 
practices as defined by California Business & 
Profession Code ¤ 17200 et seq.
<#> Counter-defendants have been operating an 
unlawful and fraudulent pyramid scheme and 
have engaged in an unfair and deceptive trade 
practice. One example of unfair and deceptive 
trade practice is the publication of the whole page, 
paid, newspaper advertisements, published on 
RenaÕs website.
<#> Counter-defendantsÕ unfair and deceptive 
trade practice occurred in the course of their 
business and occupation.
<#> Counter-defendantsÕ unfair and deceptive 
trade practice significantly impacts the public as 
actual or potential consumers of the Counter-
defendantsÕ goods and services.
<#> Sis-Joyce suffered injury in fact to a legally 
protected interest.
<#> Counter-defendantsÕ unfair and deceptive 
trade practice caused Sis-JoyceÕs injury.
<#> As a direct result of Counter-defendantsÕ 
actions, Sis-Joyce demands judgment against 
Counter-defendants in an amount deemed by this 
Court to be just and fair and in any other way in 
which the Court deems appropriate.

COUNTERCLAIM EIGHT

(Common Law Unfair Competition)

(By Counter-claimant Sis-Joyce against all 

Counter-defendants)

<#> Counter-claimants incorporate and re-allege 
paragraphs 1-74 of the Counterclaims.
<#> Sis-JoyceÕs products have a firm holding 
within the body and beauty care cosmetic market. 
Consumers and sales representatives have a 
thorough under and knowledge that Sis-JoyceÕs 
products are associated with and originated from 
Sis-Joyce.
<#> Counter-defendantsÕ recent and similar 
products, using a trademark registered under IC 
005 products, i.e., dietary and nutritional 
supplements, have competed unfairly with Sis-
JoyceÕs products and have caused damage to Sis-
Joyce.
<#> As a direct result of Counter-defendantsÕ 
actions, Sis-Joyce is entitled to an award of its 
actual damages according to proof at the time of 
trial.

COUNTERCLAIM NINE

(Racketeer Influenced and Corrupt 

Organizations (RICO) Act Violation)

(By Counter-claimant Sis-Joyce against all 

Counter-defendants)

<#> Counter-claimants incorporate and re-allege 
paragraphs 1-78 of the Counterclaims.
<#> Since the inception of Rena, Counter-
defendants have been operating a deceptive 

... [1]
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60.  Counter-claimant Lin incorporates and re-alleges paragraphs 1-59 of the 

Counterclaims. 

61.  On September 8 and 15, 2012, Counter-defendants wrongfully published in 

writing via full page, paid advertisements in a newspaper publication 

concerning cross-Claimants to thousands of people, including hundreds of 

Cross-claimantsÕ subscribers.  In the paid advertisements published through 

the World Journal Chinese Newspaper, Counter-defendants deliberately 

expressed, explicit and implied, false representations against Lin, such as but 

limited to: 

A. Cross-claimants acted with criminal intent and performed criminal 

conduct; that Cross-claimants are criminals; 

B. Cross-claimants stole from Counter-defendants; 

C. Cross-claimants wrongfully distributed and sold unauthorized 

RenaÕs products; 

D. Cross-claimants performed unlawful acts; 

E. Cross-claimants wrongfully and deliberately attempted to engage 

in conduct for the purpose of undermining LinÕs reputation. 

62. Counter-defendants made further public announcements on their companyÕs 

website on September 9, 2012 and September 11, 2012 in a deliberate 

attempt to cause further public defamation of Lin through deceitful and false 

statements. 

63. Counter-defendantsÕ public statements were made known to not only Cross-

claimantsÕ customers and other third parties, but to the masses. 

64. The false representations were in writing and thus constitute libel. 

65. Counter-defendantsÕ statements imputed criminal conduct to Lin and 

negative qualities and injured LinÕs reputation. 

66.  Counter-claimants also suffered direct loss of at least $10,000, emotional 

distress and humiliation as well as embarrassment and other financial injury, 

also as a direct and proximate result of the libelous publications. 
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COUNTERCLAIM THIRTEEN 

(Intentional Infliction of Emotional Distress) 

(By Counter-claimant Lin against all Counter-defendants) 

67.  Counter-Claimant Lin incorporates and re-alleges paragraphs 1-66 of the 

Counterclaims. 

68. The above described conduct of Counter-defendants was extreme and 

outrageous and proximately caused Lin injury including extreme emotional 

distress as above described and as hereinafter set forth. 

69. Counter-defendantsÕ acts were perpetrated with a deliberate and 

premeditated malicious, oppressive and fraudulent intent intended to cause 

Lin severe emotional distress, humiliation, embarrassment and financial 

injury. 

70. Counter-defendants intended to harm and injury Lin and intended to and did 

cause her extreme distress. 

71. Counter-claimants were accused through four public publications on 

September 8, 2012, September 9, 2012, September 11, 2012, and September 

15, 2012  that was wrongfully published by Counter-defendants to thousands 

of people, including hundreds of Counter-claimantsÕ customers, of the above 

referenced false representations regarding Lin. 

72. Counter-defendantsÕ actions have thereby proximately caused Lin to suffer 

extreme embarrassment, humiliation and severe emotional damage and 

distress that has impacted her ability to function gainfully and caused 

financial hardship. 

73. As a direct and proximate result of the wrongful publications of Counter-

defendants, Lin has suffered severe financial hardship, emotional distress 

and embarrassment. 

74. Counter-defendants are liable for general and special damages caused to and 

incurred by Lin for intentional infliction of emotional distress to her for 
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injuries proximately caused to her according to proof at the time of trial.  Lin 

is also entitled to punitive and exemplary damages according to proof. 

 

COUNTERCLAIM SEVENTEEN 

(Cancellation of the Ô867 Trademark Ð Filing Fraudulent Statement of Use) 

(By Counter-claimant Lin against Rena and Li) 

75.  Counter-claimants incorporate and re-allege paragraphs 1-74 of the 

Counterclaims. 

76. On 12th day of September 2007, Li filed a statement of use (the ÒStatement 

of UseÓ) wherein she claimed that the Mark Òwas first used by [herself], or 

[her] related company, licensee, or predecessor in interest at least as early as 

02/01/2007, and first used in commerce at least as early as 02/01/2007 [...].Ó 

77. At the time Li filed her Statement of Use, Li was aware that neither she nor 

any related company, licensee, or predecessor in interest had used the Mark 

in commerce.  

78. Thirteen months subsequent to filing her Statement of Use, Li admitted that 

Rena did not begin using the Mark until sometime in 2008 -- directly 

contradicting her declaration under penalty of perjury in her Statement of 

Use. 

79. Registration of the Mark was obtained fraudulently in that the Statement of 

Use filed by Li under notice of Section 1001 of Title 18 of the United States 

Code and signed electronically by David Bracken as LiÕs attorney of record 

state that Li first began using the Mark in commerce as early as February 1, 

2007.  

80. LiÕs averment regarding the date of first use is false in that Li was aware at 

the time the Statement of Use was filed that neither she, any related 

company nor licensee had used the Mark in commerce.  

81.  The averments made by Li through David Bracken in the Statement of Use 

were made with the knowledge and belief that said averments were false.  
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Said false averment were made with the intent to induce the employees of 

the USPTO to grant Li a registration, and reasonably relying on the truth of 

LiÕs false averment, the USPTO did grant Registration No. 3,332,867 to Li. 

82. LiÕs claims in her Statement of Use regarding the date of first use for the 

Mark is a material misrepresentation that should affect the validity of the 

resulting Registration No. 3,332,867. 

83.   Had the Examining Attorney of Application Serial No. 78/967,416 been 

aware of LiÕs knowledge that the Mark had not been used in commerce as of 

the filing date for LiÕs Statement of Use, the Examining Attorney would 

have refused registration of the application on the grounds that Li had not 

used the Mark in commerce.   

84. As a result, Li has made a knowing misrepresentation on a material matter in 

order to procure Registration No. 3,332,867. 

85. Further, On the 13th day of August 2012, Plaintiffs filed the instant 

case against Sis-Joyce et al. in the United States District Court for the 

Central District of California for trademark infringement and related claims.  

86.  On the 30th day of November 2012, Sis-Joyce filed its answer to the 

Complaint. As its seventeenth affirmative defense, Sis-Joyce alleged that 

registration of the Mark was Òsubject to cancellation.Ó  

87. On the 4th day of June 2013, Li filed a combined declaration of use under 

sections 8 and 15 (the ÒDeclarationÓ) to ensure the incontestability of the 

Mark.  In the Declaration, Li stated there was no proceeding pending that 

involves her Òright to register the [Mark] or to keep the [Mark] on the 

register.Ó 

88.  In fact, however, Sis-Joyce had alleged that registration of the Mark was 

subject to cancellation more than six months prior to Li Declaration.  

89. At the time Li filed her Declaration, Li was aware of Sis-JoyceÕs allegation 

that registration of the Mark was subject to cancellation. 
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90.  The statement made by Li in her Declaration that there was no proceeding 

pending that involves her right to register the Mark or to keep the Mark on 

the register was made with the knowledge and belief that said statement was 

false.  Said false statements were made with the intent to induce the 

employees of the USPTO to issue a notice that accepted and acknowledged 

the Declaration. 

91. On 17th day of June 2013, the USPTO, reasonably relying on the truth of 

LiÕs false statement in her declaration, issued a notice that accepted and 

acknowledged the Declaration (the ÒNoticeÓ). 

92. LiÕs statement in her Declaration regarding the absence of any pending 

proceedings that involves her right to register the Mark or to keep the Mark 

on the register is a material misrepresentation that should affect the validity 

of the Notice. 

93.   Had the Examining Attorney who issued the Notice been aware of LiÕs 

knowledge that the Lawsuit involving Li right to keep the Mark on the 

register, the Examining Attorney would have refused to issue the Notice. 

94.  As a result, Li has made a knowing misrepresentation on a material matter 

in order to procure the Notice. 

95. On or about October 2013, Sis-Joyce notified counsel for Li and Rena that it 

intended to file a petition to cancel registration of the Mark.  In response, 

counsel for Li and Rena offered to withdraw the Declaration.  

96. The continued existence of Registration Number 3,332,867 is 

damaging to Sis-Joyce so long as it continued to be cited by Li and Rena as 

evidence for their claim of trademark infringement. 

97. Counter-defendantsÕ intentional and willful infringement has caused 

significant harms to Counter-claimants. 

98.  Counter-claimants are, accordingly, entitled to an order directing that Ô867 

Trademark be cancelled. 
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Deleted: COUNTERCLAIM FOURTEEN

(Tortious Interference with Prospective 

Contractual Advantage)

(By Counter-claimants against all Counter-

defendants)

<#>Counter-claimants incorporate and re-allege 
paragraphs 1-108 of the Counterclaims.
<#>Through Counter-defendantsÕ deliberate 
attempt to eliminate Counter-claimants as one of 
its competitors, Counter-defendants made 
calculated and false publications to harm Counter-
claimants.
<#>Counter-defendantsÕ interference with Cross-
claimants by intentionally and wrongfully 
inducing Cross-claimants customers and potential 

clientele to cease further business with Counter-

claimants.  The interference is the proximate 
cause of Cross-claimantsÕ direct loss of at least 
$10,000 and other financial losses that interrupted 
and terminated Cross-claimantsÕ contractual 
relationships with its established customers to 
potential clientele, thereby damaging Cross-
claimants according to proof at the time of the 
trial.
<#>Counter-defendants published deliberate 
misrepresentations as to Cross-claimantsÕ 
character, integrity, honesty and performance that 
were perpetrated for the premeditated and precise 
purpose of interrupting and severing Cross-
claimantsÕ contractual relationships with its 
established customers, inducing them to breach 
their contractual promises to Cross-claimants.
<#>The conduct by Counter-defendants has 
caused Cross-claimants severe emotional distress 
and irreparable harm to their reputation in 
addition to financial, monetary and pecuniary 
damages.

COUNTERCLAIM FIFTEEN

(Constructive Trust)

(By Counter-claimants against all Counter-

defendants)

<#>Counter-claimants incorporate and re-allege 
paragraphs 1-113 of the Counterclaims.
<#>As detailed above, Counter-defendants have 
engaged and continue to engage in deceptive, 
wrongful conduct resulting in trademark 
infringement and unfair competition. Counter-
claimants are entitled to recover any profits that 
Counter-defendants have realized as a result of 
their wrongful activities. 
<#> Counter-claimants are not presently aware of 
where Counter-defendants may have deposited 
much of their illegally realized profits resulting 
from the wrongful acts detailed in this complaint. 
Counter-claimants anticipate that such illegally 
realized profits, whether in bank accounts or in 
the form of real or other personal property, will be 

traced in this action. (Dkt. 98-1, no. 63, 65, 66, 67, 

68, 70). 

Additionally, Counter-defendants have 
committed financial crimes of willful 
concealment, money laundering, underreporting 
and non-reporting of sales and revenues. (Dkt.  

98-1, no. 63).  Counter-defendants own a shell 
... [2]
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PRAYER FOR RELIEF 

WHEREFORE, Counter-claimants r e s p e c t f u l l y  r e q u e s t  t h a t  t h e  

C o u r t  e n t e r  j u d g m e n t  i n  Counter-claimantsÕ favor and against Counter-

defendants providing as follows: 

1. That Counter-defendants: 

A. Willfully infringed and is willfully infringing Counter-claimantsÕ 

rights in the federally registered trademarks as set forth in 15 

U.S.C. ¤ 1114; 

B. Committed and is committing acts of false designation or 

origin, false or misleading description of fact, and false or 

misleading representation against Counter-claimants as set forth in 

15 U.S.C. ¤ 1125(a); and 

C. Unfairly competed and are unfairly competing with, and has 

injured and is injuring the business, reputation and goodwill of 

Counter-claimants, through the acts set forth in this SECOND 

AMENDED counterclaim. 

2. That the Court issue an injunction against Counter-defendants and their 

officers, agents, representatives, servants, employees, attorneys, 

accountants, successors and assigns, and anyone in active concert with 

Counter-defendants from: 

A. Unauthorized  advertising,  offers  to  sell,  sales  or  

distributions  of  products protected by Counter-claimantsÕ 

trademarks; 

B. Manufacturing,  assembling,  producing,  distributing,  offering  

for  distribution, circulating,  selling,  offering  for  sale,  

advertising,  importing,  promoting  or displaying any product or 

thing bearing any simulation, reproduction, counterfeit, copy or 

colorable imitation of Counter-claimants' products; 

C. Engaging in any other activity constituting infringement of 
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Counter-claimantsÕ trademarks; 

D. Using any false designation of origin or false description that can 

or is likely to lead to the trade or public or individuals to believe, 

erroneously, that any product or thing has been manufactured, 

assembled, produced, distributed, offered for distribution, 

circulated, sold, offered for sale, imported, advertised, 

promoted, displayed, approved or authorized by or for Counter-

claimants, when such is not true in fact; 

E. Disposing of or destroying any records or documents or related 

materials that relate  to  or  show,  indicate,  reference  or  

otherwise  indicate  that  Counter- defendants advertised, 

imported, manufactured, sold or distributed any products that  

bear marks  likely to  cause  confusion  or  mistake with  

Counter-claimantsÕ marks; 

F. Engaging in any other activity constituting an infringement of 

Counter-claimantsÕ trademarks or rights to use and exploit same; 

and 

G. Assisting,  aiding  or  abetting  any  other  person  or  entity  in  

engaging  in  or performing any of the activities in subparagraphs 

2.a. through 2.f. above. 

3. That  the  Court  enter  an  order  under  15  U.S.C.  ¤  1116(d)(1)(A)  

authorizing  the impounding of all counterfeit or infringing products; 

4. That the Court order Counter-defendants to pay Counter-claimantsÕ 

damages as follows: 

A. Counter-claimantsÕ  damages  and  Counter-defendantsÕ  illegally  

realized  profits pursuant to 15 U.S.C. ¤1117(a), trebled pursuant 

to 15 U.S.C. ¤ 1117(b); or, in the alternative, enhanced statutory 

damages pursuant to 15 U.S.C. ¤ 1117(c)(2) for Counter-

defendantsÕ willful infringement of federally registered 
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trademarks; and in either case Counter-claimantsÕ reasonable 

attorneysÕ fees; 

B. Counter-claimantsÕ damages and Counter-defendantsÕ illegally 

realized profits for Counter-defendantsÕ violation of Section 43(a) 

of the Lanham Act (15 U.S.C. ¤1125(a)); 

C. Counter-claimantsÕ damages and Counter-defendantsÕ illegally 

realized profits for Counter-defendantsÕ unfair competition; 

D. Exemplary damages according to proof at trial. 

5. That the Court enter an order declaring that Counter-defendants hold in 

constructive trust for plaintiff all profits and unjust enrichment that 

Counter-defendants unlawfully realized from its advertising, sales and 

distribution of counterfeit or otherwise infringing products; 

6. That the Court enter an order requiring Counter-defendants to provide 

Counter-claimants a complete accounting of all amounts owed to 

Counter-claimants as a result of the illegal activities detailed in this 

SECOND AMENDED complaint; 

7. That the Court award Counter-claimants their reasonable attorneyÕs fees 

and costs of suit; and 

8. For such other and further relief as the court may deem proper. 

DEMAND FOR JURY TRIAL 

 Counter-claimants respectfully demand a trial by jury of all issues so 

triable. 

 

Dated: November 6, 2013    By: ___/s/ Ali Kamarei____________ 
 Ali Kamarei, Esq. 
 Alexander Chen, Esq. 
 Katja Grasso, Esq. 

        Inhouse Co. 
Attorneys for Defendants 
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Sis-Joyce IntÕl Co. Ltd. & 
Alice Lin 
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JEW & ASSOCIATES

By: /S/ LEON E. JEW  
Attorney for Defendants/Counter-

claimants
Alice Lin and Sis-Joyce International

Deleted: UNITED STATES DISTRICT 

COURT

CENTRAL DISTRICT OF CALIFORNIA

WESTERN DIVISION

American Rena International Corp., a California 
corporation; WanZhu ÒKathrynÓ Li, an individual; 
and Robert M. Milliken, an individual

                            Plaintiffs,

vs.

Sis-Joyce International Co., Ltd., 

a California corporation; Alice 

ÒAnnieÓ Lin, an individual; Robert 

Simone, an individual; Christine 

ÒNinaÓ Ko, an individual; and DOES 

3-10,

Defendants. ... [3]
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UNITED STATES DISTRICT COURT 

CENTRAL DISTRICT OF CALIFORNIA 

WESTERN DIVISION 

 

AMERICAN RENA INTERNATIONAL 

CORP., a California corporation; 

WANZHU ÒKATHRYNÓ LI, an 

individual; and ROBERT M. MILLIKEN, 

an individual,  

 Plaintiffs, 

 v. 

 

SIS-JOYCE INTERNATIONAL CO., 

LTD., a California corporation; ALICE 

ÒANNIEÓ LIN, an individual; ROBERT 

SIMONE, an individual; CHRISTINE 

ÒNINAÓ KO, an individual; and DOES 3-
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COURTROOM:  22 
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alik@inhouseco.com  
Alexander Chen, Esq., SBN 245798 
alexc@inhouseco.com 
Katja Grasso, Esq., SBN 266935 
katjag@inhouseco.com 
Knight Ridder Building 
50 W. San Fernando St. Ste. 900 
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TO ALL PARTIES AND THEIR ATTORNEYS OF RECORD: 

PLEASE TAKE NOTICE THAT, on November 27, 2013, at 10:00 a.m., or on 

such other date as the Court may select, before the Honorable Fernando M. Olguin, in 

Courtroom 22 of the United States District Court for the Central District of California, 

Western Division, located at 312 North Spring Street, Los Angeles, California, 90012, 

and pursuant to Rule 16 and this CourtÕs inherent authority to control its process, 

defendants Alice Lin and Sis-Joyce International Co., Ltd. will, and hereby do, move to 

amend their counterclaims. 

This Motion is made on the basis of PlaintiffsÕ fraudulent filing of a knowingly 

false ¤ 15 declaration of incontestability in June 2013, despite the pendency of this 

Action. DefendantsÕ Counterclaims include a claim for Cancellation of the Trademark-

in-Suit. As this amendment could not have been brought prior to the original deadline to 

amend pleadings (March 2013) because the act on which it was based had not yet 

occurred, it is appropriate to seek such relief now. This Motion is also made on the 

basis of PlaintiffsÕ false claims that it began using the RENA mark in the United States 

as early as 2006. In August 2013, many months after the deadline to amend pleadings, 

Plaintiffs produced a video in which Kathryn Li states that RENA did not enter the 

United States until 2008, in stark contradiction to both their claims before the USPTO 

and in this case. Both of the amendments sought are inextricably intertwined with the 
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claims already at issue in this case and therefore should be allowed so that everything is 

resolved simultaneously. 

Pursuant to Local Rule 7-3, Defendants provided notice of this application by 

providing written notice via email on October 9, 2013, and by conducting a telephonic 

meet and confer with PlaintiffsÕ counsel on October 21 and November 4, 2013. (Decl. 

Kamarei, ¦¦ 2-4, Exs. A-C.) Plaintiffs indicated that they will oppose this application.  

This Motion is based on this Notice of Motion and memorandum of points and 

authorities, the concurrently-filed declarations of Ali Kamarei and Alice Lin, the 

pleadings and other papers on file in this action, any evidence and argument presented 

at any hearing on this application and any matters of which the Court may take judicial 

notice.  

 
 
Dated: November 6, 2013           By:      /s/ Ali Kamarei____________ 

 Ali Kamarei, Esq. 

 Alexander Chen, Esq. 

 Benjamin Hill, Esq. 

 Katja Grasso, Esq. 

 Sara Lee, Esq. 

 Inhouse Co. 

Attorneys for Defendants 

Sis-Joyce IntÕl Co., Ltd., and  

Alice Lin 
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MEMORANDUM OF POINTS AND AUTHORITIES 

 

I. INTRODUCTION 

 There have been a series of knowingly false misrepresentations made by Plaintiffs 

to the USPTO relating to the Trademark registration at issue in this suit. A false 

declaration of use with the wrong first date of use was filed when Plaintiffs submitted 

their 1B intent-to-use application, and a false ¤ 8 and ¤ 15 declaration of incontestability 

was filed during the pendency of this lawsuit. By this Motion, Defendants Sis-Joyce 

International Co., Ltd. (ÒSis-JoyceÓ) and Alice Lin (ÒLinÓ) (collectively, ÒDefendantsÓ) 

seek to amend their Counterclaims to add a cause of action based on this fraudulent 

behavior relating to the Trademark-in-Suit in June 2013 and information only revealed 

by Plaintiffs in August 2013 showing their President admitting that the RENA mark was 

not used in the United States until 2008.  

Defendants through their new counsel have voluntarily withdrawn 10 affirmative 

defenses and 8 counterclaims upon review of the pleadings after coming into this case. 

(Dkt. 190.) However, Defendants now seek to amend their Answer and Counterclaims to 

include Cancellation and Fraud causes of action based on PlaintiffsÕ June 2013 filing of 

a false ¤ 15 declaration of incontestability during the pendency of this case and the 

recently uncovered evidence showing that the RENA mark was not first used in 2006 but 

in 2008. (Decl. Kamarei, ¦¦ 5, 6, Ex. D, E.) This is in stark contrast to the dates Plaintiffs 

used in their Trademark applications as well as their Complaint of February 1, 2007, for 
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Registration 3333867 and June 29, 2006,
1
 for Registration 4245462 (serial no. 

85587003). (See Dkt. 108, p. 5, ¦ 19; Decl. Kamarei, ¦¦ 7, 8, Exs. F, G.) The misconduct 

and the production of evidence substantiating the misrepresentations made to the 

USPTO occurred many months after the deadline to move to amend in this case, which 

was March 25, 2013, and therefore could not possibly have been addressed within the 

time allotted by the scheduling order. (Dkt. 87.)  

On October 9, 2013, DefendantsÕ counsel sent a letter by email to PlaintiffsÕ 

counsel in an attempt to meet and confer about their proposed amendment. (Decl. 

Kamarei, ¦ 2, Ex. A.) On October 21, October 29, and November 4, 2013, DefendantsÕ 

counsel and PlaintiffsÕ counsel participated in a telephonic meet-and-confer, at which 

time counsel addressed this topic among others. (Id. at ¦¦ 3-5, Ex. B-D.) PlaintiffsÕ 

counsel indicated that they would oppose this motion. (Id. at ¦ 4.)  

II. ARGUMENT 

A.  Modification of the Scheduling OrderÕs March 25, 2013, Deadline to Amend 

Pleadings 

 

 1. Legal Standard 

 

The decision to modify a scheduling order is within the broad discretion of the 

district court. (Johnson v. Mammoth Recreations, Inc. (9th Cir. 1992) 975 F.2d 604, 607 

                                                                 

1
 It is likely no coincidence that this matches the date American Rena incorporated. 

(Decl. Kamarei, ¦ 9, Ex. H.) 
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[quoting Miller v. Safeco Title Ins. Co. (9th Cir. 1992) 758 F.2d 364, 369].) Federal Rule 

of Civil Procedure 16 provides a standard whereby the party who seeks to amend the 

CourtÕs scheduling order must show Ògood causeÓ why the Court should set aside or 

extend the discovery deadline. (See Fed. R. Civ. P. 16(b)(4).) The 1983 Advisory 

Committee explained its selection of Ògood causeÓ by stating that because a scheduling 

order is entered early in the litigation, the good cause standard is more appropriate than 

a more stringent Òmanifest injusticeÓ or Òsubstantial hardshipÓ test. (Fed. R. Civ. P. 16, 

advisory committee note of 1983.) 

Under Rule 16(b)Õs good cause standard, the CourtÕs primary focus is on the 

movantÕs diligence. (Johnson, supra, 975 F.2d at 609.) ÒGood causeÓ exists if a party 

can demonstrate that the schedule Òcannot reasonably be met despite the diligence of the 

party seeking the extension.Ó (Id. [citing Fed. R. Civ. P. 16 advisory committeeÕs notes 

(1983 amendment)].) ÒAlthough the existence or degree of prejudice to the party 

opposing the modification might supply additional reasons to deny a motion, the focus of 

the inquiry is upon the moving partyÕs reasons for seeking modification.Ó (Id. [citations 

omitted] [emphasis added].)  

 Courts are likely to grant extensions when the moving party can show that it has 

worked diligently to position the case but circumstances outside of their control have 

resulted in the moving partyÕs not having a fair opportunity to develop the evidence it 

needs within the time limits set by the scheduling order. (Sigros v. Walt Disney World 
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Co. (D. Mass. 2002) 190 F. Supp. 2d 165, 169.) Similarly, courts are likely to grant 

extensions to a moving party if they already have granted extensions to an opponent and 

refusing to give the moving party reciprocal relief would put it at an unfair disadvantage. 

(Robinson v. T.J. Maxx, Inc. (S.D.N.Y. 1993) 148 F.R.D. 490, 492.) Some courts will 

grant continuances to accommodate personal emergencies faced by clients. (3-16 

MooreÕs Fed. Prac: Civ. ¤ 16.14(1)(b).) ÒGood causeÓ is likely to be found when the 

moving party has been generally diligent, the need for more time was neither foreseeable 

nor its fault, and refusing to grant the continuance would create a substantial risk of 

unfairness to that party. (Ibid.) 

2. Defendants Have Been Diligent in Seeking Amendment Given 

Their Personal Emergencies 

 

 Given the circumstances, Defendants have been as diligent as possible in seeking 

this amendment. Ms. Lin, an individual defendant and the president of defendant Sis-

Joyce, was out of the country from April 23, 2013 (before prior counsel filed his first 

attempt to withdraw), through August 29, 2013, and was hospitalized in Taiwan 

receiving medical attention for a life threatening heart condition from July 16, 2013, 

through August 26, 2013. (Decl. Lin, ¦ 2.) Upon returning to the United States, Ms. Lin 

was hospitalized at Stanford Hospital on September 18 through 19, 2013, for an 

angiogram and a stent procedure. (Decl. Lin, ¦ 3, Ex. A.) This Court acknowledged Ms. 

LinÕs health problems by extending her deadline to secure counsel for Defendants on or 

about August 8, 2013. (Doc. 160.) Compounding this situation was DefendantsÕ lack of 
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counsel from July 29, 2013, until September 23, 2013, which situation Defendants were 

unable to remedy until returning to the country at the end of August. Simply put, it was 

impossible for Defendants to propound any discovery or take any depositions prior to the 

discovery cutoff on August 23, 2013, or to submit expert witness disclosures by 

September 23, 2013. Defendants acted as diligently as they could to retain counsel given 

Ms. LinÕs health problems, hospitalization, and stenting.  

  3. Defendants Require Modification to Avoid Substantial Prejudice  

 Defendants will suffer, and are already suffering, substantial prejudice due to the 

deadlines in the Scheduling Order that have already passed. The amendments to their 

Counterclaims, described in detail below, are necessary to the full adjudication of the 

merits of this action. 

B. If Modification is Granted, Amendments Under Rule 15 Are ÒFreely 

GivenÓ 

 

 1. Legal Standard 

 

 Consideration of any motion to amend starts with Federal Rule of Civil Procedure 

15. Rule 15(a)(2) states that leave to amend should be Òfreely give[n]Ó when Òjustice so 

requires.Ó As discussed below, justice requires the addition of causes of action for 

cancellation and fraud on the USPTO because of PlaintiffsÕ filing of a false ¤ 15 

declaration, and based on PlaintiffsÕ false claims before the USPTO and this Court that 

they began using the RENA marks in the United States in 2006. Leave to amend should be 

granted absent some justification for refusal. (Foman v. Davis (1962) 371 U.S. 178.) A 
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motion for leave to amend should not be denied unless there is Òundue delay, bad faith or 

dilatory motive on the part of the movant, repeated failure to cure deficiencies by 

amendments previously allowed [or] undue prejudice to the opposing party by virtue of 

allowance of the amendment[.]Ó Id. at 230.  

 If a claimant requests leave to amend, such leave should be granted with Òextreme 

liberality.Ó (Morongo Band of Mission Indians v. Rose, 893 F.2d 1074, 1079 (9th Cir. 

1990).) Therefore, there is a Òstrong policy in favor of allowing amendmentÓ after 

Òconsidering four factors: bad faith, undue delay, prejudice to the opposing party, and the 

futility of amendment.Ó (Kaplan v. Rose, 49 F.3d 1363, 1370 (9th Cir. 1994).) 

2. The Facts Giving Rise to DefendantsÕ Proposed Amendments Did 

Not Occur Until After the Scheduling OrderÕs Deadline to Amend 

 

 Defendants have not been dilatory nor are they acting in bad faith in seeking leave 

to amend at this time. (Decl. Lin, ¦ 4.) The original scheduling order in this case set the 

deadline to seek amendment as March 25, 2013. (Dkt. 87.) However, Plaintiffs did not 

commit the act complained of, filing a knowingly false ¤ 15 declaration of 

incontestability, until June 2013. (Decl. Kamarei, ¦ 5, Ex. D.) While Plaintiffs have filed 

a Petition to Abandon the false declaration on or about October 25, 2013, this action was 

taken only after Defendants notified Plaintiffs that they were aware of the false filing 

and further, has not yet been granted by the USPTO. Further, Plaintiffs did not produce 

the video in which Kathryn Li admits that Plaintiffs did not enter the U.S. market until 

2008 until August 2013, well past the amendment cutoff. (Id. at ¦ 6, Ex. E.) The video 
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itself is an admission that Defendants did not have a copy of until August 2013. While 

Alice Lin was at the meeting depicted in this video, Ms. Lin had no way of 

understanding the significance of Kathryn LiÕs speech at that time, and could not recall 

these statements four years later, nor its legal effect upon the trademark registration. 

Furthermore, Plaintiffs filed their Section 8 Affidavit also in June 2013, claiming 

continued use of their mark. However, according to PlaintiffsÕ own notice, they ceased 

all their U.S. operations in September 2010. (Decl. Kamarei, ¦ 10, Ex. I.) Therefore, 

there was no possible way to add counterclaims addressing these issues within the time 

originally set by this Court given that Plaintiff filed its ¤ 15 declaration with the USPTO 

and produced the video containing the admission well after the CourtÕs deadline.  

Further, the amendments are necessary in order to judiciously and efficiently deal 

with all issues related to the instant case. The issues of PlaintiffsÕ false ¤ 15 declaration 

and their false claims about when they first used the RENA marks are inextricably 

intertwined with the issues in this case, which dispute the validity of that same mark. 

Defendants are contemplating filing a Cancellation petition with the USPTO. Therefore, 

Defendants should be given leave to include these issues in their case.  

 Plaintiffs will not be prejudiced by the addition of this claim. The evidence and 

facts surrounding their own filing of the declaration of incontestability are already in 

their possession. Furthermore, whether the issue is contended with during this case or 

before the USPTO, Plaintiffs will have to deal with it including discovery relating to this 
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issue. This Court may have to put a stay on any further proceedings in this case, 

including trial, while the USPTO decides the Cancellation petition.  

 Finally, the amendment would not be futile. The Trademark causes of action are 

the crux of the case and without their registration, PlaintiffsÕ case is severely 

undermined.  Fraud on the USPTO, which there are several in the trademark-in-suit, in 

the form of false declarations both of incontestability and first date of use, is an accepted 

ground for cancellation of a Trademark. (See In re Bose Corp. (2009) 580 F.3d 1240, 

1244.) It is unquestionable that in June 2013, the instant case was pending and 

DefendantsÕ Answer and Counterclaims attacked the validity of the Trademark that was 

the subject of the ¤ 15 declaration. (See Dkt. 126, pp. 49-50.) Further, PlaintiffsÕ false 

claims about their first date of use must be addressed in order to resolve their Trademark 

infringement claims. Therefore, DefendantsÕ Motion to Amend is necessary. 

III.  CONCLUSION 

For the foregoing reasons, Defendants respectfully request that their Motion to 

Amend Counterclaims be granted. 

Dated: November 6, 2013           By: ___/s/ Ali Kamarei____________ 

 Ali Kamarei, Esq. 

 Alexander Chen, Esq. 

 Benjamin Hill, Esq. 

 Katja Grasso, Esq. 

 Sara Lee, Esq. 

        Inhouse Co. 

Attorneys for Defendants 

Sis-Joyce IntÕl Co. Ltd. & Alice Lin 
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PROOF OF SERVICE 

 I, the undersigned, declare that I am employed in the County of Santa Clara, State 

of California. I am over the age of 18 and not party to the within cause; my business 

address is 50 W. San Fernando Street, Suite 900, San Jose, CA 95113. 

On November 6, 2013, I electronically filed the foregoing document with the 

Clerk of the Court by using the CM/ECF system. All parties required to be served are 

registered with this CourtÕs CM-ECF system and will receive true and correct copies of 

such document(s) through that system.  As such, Defendants Sis-Joyce International 

Co., Ltd. and Alice LinÕs Motion for Extension of Certain Deadlines in the Scheduling 

Order was served on all counsel pursuant to Local Rule 5-3.2.1.  

 I declare under penalty of perjury that the foregoing is true and correct and that 

this declaration was executed on November 6, 2013. 

 

 
        _____/s/ Katja Grasso__________ 

KATJA GRASSO 
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